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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

THE REPLY FILED 08 September 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 
Therefore further ^tion by the applicant is required to avoid abandonment of this application. A proper reply to a 
Srin C f° n n nd6r 37 95* V 1 ? TOE 1 *. 56 either: (1) 3 time, y fi,ed amendment which places theappSion in 

PERIOD FOR REPI Y [check either a) or b)] 

a) £3 The period for reply expires 3_months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection whichever is later In 

mL7S£^S^lS!£f?£^ 2£ lT^ ater th3n S ' X M ° NTHS fr0m the mai,in 9 date °< «» « nal rejecton 

706 07m ILED WITH ' N TW0 M0NTHS 0F THE FINAL REJECTION. See MPEP 

feo h! X l e h Si ° n r,°!. tim !. m ! y t be t ° bfained Under 37 CFR 1 - 136(a) - The date on whicn me P etition un ^r 37 CFR 1 .136(a) and the appropriate extension 

fit ppr A™ - ate ^/TO" ° det ^ inin 9 the P eriod ° f tension and the corresponding amount of the fee. 

fee unde 37 'CFR 1 17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office acton o? 

lit mil h m ib } ab ° V6, if CheC , ked - Any reply received by the 0ffice later than *"» ™" ths after *e mailing^a e of the final £32 " ' 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). ■ejewion, even it 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2. D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifyinq the 

issues for appeal; and/or ' a 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims 

NOTE: . 

3. E3 Applicant's reply has overcome the following rejection(s): See Continuation Shppf 

4. H Newly proposed or amended claim(s) 1-4,9-11,14 and 15 would be allowable if submitted in a separate timely filed 

amendment canceling the non-allowable claim(s). ' " lc,y, " eu 

5. E The a)Q affidavit, b)Q exhibit, or c)M request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: see next page . 

6. Q The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newlv 

raised by the Examiner in the final rejection. 

l.m For purposes of Appeal, the proposed amendment(s) a)Q will not be entered or b)B will be entered and an 
explanation of how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: 1-4.9-11.14 and 15 . 

Claim(s) objected to: . 

Claim(s) rejected: 34-44 . 

Claim(s) withdrawn from consideration: 5-8. 12-13 and 16-33 . 

8. U The drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. \J Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10O Other: 
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Continuation of 3. Applicant's reply has overcome the following rejection(s): the art rejection for claims 1-4 9-1 1 and 14-15 has been 
overcome. 
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Response to Arguments 

1 . Applicant's arguments filed 09/08/04 have been fully considered but they are not 
persuasive. With respect to claims 34-44, applicants have simply argued that there is no 
combination to combine the references. 

2. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/w re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, the two references are pertinent to each other as they both address the same 
problem of providing suitable electrochemical active material for use in electrochemical cells 
and/or batteries. Thus, unless applicants provide objective evidence demonstrating why/how the 
use ofHamamoto et al's materials (and their embodiments) will cause catastrophic or 
detrimental damages to the Johnson battery (and his embodiments), and/or vice versa, the 
examiner verily believes that this combined rejection is proper. Accordingly, the examiner also 
asserts that it is not enough that applicant's representative personally believes that the art 
references cannot be combined together. That is to say, the arguments of counsel cannot take the 
place of evidence in the record. An assertion of what seems to follow from common experience 

is just attorney argument and not the kind of factual evidence that is required to rebut a prima 
facie case of obviousness (See MPEP 716.01 and 2145': Consideration of Applicant's Rebuttal 
Arguments). That is to say, a statement or argument by the attorney is not factual evidence. 
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3. In response to applicant's argument that "Hamamotos ' conducting aids, solvents and/or 
binders are not electrochemically active, so adding these materials is clearly contrary to 
Jonhson 's goal of minimizing the volume of inactive material and maximizing the volume of 
active materiaF, the test for obviousness is not whether the features of a secondary reference 
may be bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

4. In response to applicant's argument that "Johnson is directed to thin film batteries. These 
batteries apparently can be used in small electronic devices that require high energy and high 
power densities " and its implication of providing the greatest volumetric power density, the fact 
that applicant has recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

5. In the event that applicants eventually argue that the references are nonanalogous art, it 
has been held that a prior art reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this instance, the two references 
are pertinent to each other as they both address the same problem of providing suitable 
electrochemical active material for use in electrochemical cells and/or batteries. 



